
United States FXtent and TttAPEMAFtK Office 



APPLICATION NO. 



UNITED STATES DEPARTMENT OF COMMEHCE 

United States Futent tmcL Trudtimurk OftiL't: 

AJOie**: COMMISSIONER OF PATENTS AND TRADEMARKS 

Waahincton, D.C. ItOliJl 

www. I input gov 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/416,501 



10/08/1999 



BBOAN S. DOYLE 



42390.P4514D 



6248- 



7590 02/06/2003 

BLAKELEY SOKOLOFF TAYLOR & ZAFMAN LLP 
12400 WILSHIRE BOULEVARD 
7TH FLOOR 

LOS ANGELES, CA 900251026 



EXAMINER 



ORTIZ, EDGARDO 



ART UNIT 



PAPER NUMBER 



2815 

DATE MAILED: 02/06/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/416,501 



Applicantis) 

Doyle 



Examiner 

Edgardo Ortiz 



Art Unit 

2815 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisiorts of 37 CFR 1 .1 36 (a). In no event, however, may a repV be timely filed after SIX 16) MONTHS from the 
mailing date of this communication. 

. If the period for reply specified above is lass than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered t.maly. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, causa the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)B Responsive to connmunication(s) filed on Nov 25, 2002 



2a)K This actionis FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under fx ^^ar^e Quayle. 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) SI Claim(s) 28-3 h 33, 34, and 37 'S^a^e pending in the application. 

4a} Of the above, claim(s) 's/are withdrawn from consideration. 

5) D Claimis) , is/are allowed. 

6) 8 Ciatm(s) 28-31, 33, 34, and 37 is/are rejected. 

?)□ Claimls) Is/are objected to. 

3)Q Claims ai^^ subject to restriction and/or election requirement. 

Application Papers 
9)0 The specification is objected to by the Examiner. 

10)8 The drawing(s) filed on Oct 8, 1999 is/are 3)0 accepted or bjD objected to by the Examiner. 
Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 

. 1 DD The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgement is made of a claim for foreign priority under 35 U.S.C, § 119(a)-{d} or (f). 
alD All blD Some* c)^ None of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1 ) □ Notice of References Cited (PTa-892) 41 □ Interview Summary (PTO-4 1 3) Paper No(8). 

21 □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

31 □ Informatbn Disclosure Statenwntts) (PTO-1449) Paper No(8). 6) Q Other: 
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Art Unit: 2815 

DETAILED ACTION 

This Office Action is in response to an amendment filed November 25, 2002 on which Applicant 
amended claims 28 and 31, canceled claims 32, 35 and 36 and added new claim 37. 

Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 28-31, 33, 34 and 37 are rejected under 35 U.S.C. § 103 (a) as being unpatentable over 

Yonehara (U.S. Patent No. 6,150,031) in view of Applicant's acknowledged prior art, as shown 

on figure 2. With regard to Claim 28, Yonehara teaches a first substrate portion (23) having a 

dielectric (24) on a surface and a second single crystal substrate (22) portion, wherein the 

dielectric layer of the first substrate portion is bonded directly to the second substrate portion. See 

figure IC. 

However, Yonehara fails to show active devices formed on the second single crystal substrate 
portion and wherein selected ones of the active devices of the second substrate portion are 
intercoupled via metal lines. Applicant's admitted prior art figure 2 teaches a primary substrate 
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(202) having a first level of active devices (204) formed thereon and defining a device surface and 
at least a secondary substrate (Si) coupled to the device surface and selected active devices are 
intercoupled via metal lines (207). See also page 3, lines 14-27 of Applicant's specification. 
Therefore, it would have been an obvious modification to someone with ordinary skill in the art, 
at the time of the invention, to modify the structure as taught by Yonehara to include active 
devices formed on the second single crystal substrate portion and wherein selected ones of the 
active devices of the second substrate portion are intercoupled via metal lines, as clearly 
suggested by Applicant's admitted prior art, in order to improve the integration and bonding of 
semiconductor layers including transistors. 

With regard to Claim 29, a further difference between Yonehara and the claimed invention is, a 
plurality of devices formed on the first substrate portion. Applicant's admitted prior art figure 2 
teaches a primary substrate (202) having a first level of devices (204) formed thereon and defining 
a device surface. Therefore, it would have been an obvious modification to someone with ordinary 
skill in the art, at the time of the invention, to modify the structure as taught by Yonehara to 
include a plurality of devices formed on the first substrate portion, see page 3, lines 14-27 and 
page 4, lines 1-11 of Applicant's specification, in order to improve integration of semiconductor 
devices, such as transistors, into a single substrate layer. 
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With regard to Claim 30, a further difference between the claimed invention and Yonehara is, 
selected ones of the devices of the first substrate portion and selected ones of the devices of the 
second substrate portion that are interconnected. Applicant's admitted prior art figure 2 teaches 
selected ones of the first level of devices (204) of the primary substrate (202) and selected ones of 
the devices (208) of the secondary substrate (Si) that are interconnected. Therefore, it would have 
been an obvious modification to someone with ordinary skill in the art, at the time of the 
invention, to modify the structure as taught by Yonehara to include selected ones of the devices of 
the first substrate portion and selected ones of the devices of the second substrate portion that are 
interconnected, in order to improve the integration and bonding of semiconductor layers including 
transistors. 

With regard to Claim 31, Yonehara teaches a primary substrate (23) and at least a secondary single 
crystal substrate (22) coupled to the primary substrate. 

However, Yonehara fails to teach devices formed on the primary substrate and the secondary 
substrate, wherein device surfaces of the primary and secondary substrates are connected directly 
such that selected active devices of the secondary single crystal substrate intercoupled via metal 
lines to selected ones of the first level of devices of the primary substrate. Applicant's admitted 
prior art figure 2 teaches a primary substrate (202) having a first level of active devices (204) 
formed thereon and defining a device surface and at least a secondary substrate (Si) coupled to 
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the device surface and having a layer (206) which contains active devices (208), wherein selected 
active devices (204) on the primary substrate are intercoupled via metal lines (207). Therefore, it 
would have been an obvious modification to someone with ordinary skill in the art, at the time of 
the invention, to modify the structure as taught by Yonehara to include devices formed on the 
primary substrate and the secondary substrate and wherein device surfaces of the primary and 
secondary substrates are connected directly such that selected active devices of the secondary 
single crystal substrate intercoupled via metal lines to selected ones of the first level of devices of 
the primary substrate, as clearly suggested by Applicant's admitted prior art, in order to improve 
the integration and bonding of semiconductor layers including transistors. 

With regard to Claims 33 and 34, Yonehara teaches a substrate (22) which is made of single 
crystal silicon and which, as shown on figure IC, can have a dielectric layer (24) deposited over 
the layer. Therefore, it would have been an obvious modification to someone with ordinary skill in 
the art, at the time of the invention, to provide the first or primary substrate as a single crystal 
silicon layer, in order to maintain uniform crystallinity between the two bonded substrates. 

With regard to Claim 37, the claim contains the limitation "the first substrate portion formed of 
less than an entire portion of a starting material by demarcating a film thickness through ion 
implantation into the starting material and separating the first substrate portion from the starting 
material". It is noted that this is a product by process limitation. A "product by process" claim is 
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directed to the product per se, no matter how actually made, In re Brown, 173 USPQ 685; In re 
Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 186 USPQ 161; In re 
Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this issue); In re Marosi et al, 21 8 
USPQ 289; and particularly In re Thorpe, 227 USPQ 964, all of which make it clear that it is the 
patentability of the final product per se which must be determined in a "product by process" claim, 
and not the patentability of the process, and that an old or obvious product produced by a new 
method is not patentable as a product, whether claimed in "product by process" claims or not. 
Note that applicant has the burden of proof in such cases, as the above case law makes clear. 

Response to Arguments 

2. Applicant's arguments with respect to claims 28-31, 33, 34 and 37 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

3. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this fmal action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this fmal 
action. 

4. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Examiner Edgardo Ortiz (Art Unit 2815), whose telephone number is (703) 
308-6183 or by fax at (703) 308-7722. In case the Examiner can not be reached, you might call 
Supervisor Eddie Lee at (703) 308-1690. Any inquiry of a general nature or relating to the status 
of this application should be directed to the Group 2800 receptionist whose telephone number is 
(703) 308-0956. 
EO/AU 2815 
2/4/03 
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